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Opi ni on by Hohein, Adm nistrative Trademark Judges:

Hol ophane Corporation, a Delaware corporation with a
| ocation in Newark, GChio, has filed an application to register

the term"MLAN' as a trademark for goods identified as "heavy-
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duty electric lighting fixtures for outdoor architectura
lighting".1

Regi stration has been finally refused under Section
2(e)(3) of the Trademark Act, 15 U. S.C. 81052(e)(3), on the
ground that applicant's mark is primarily geographically
deceptively m sdescriptive of applicant's goods.

Applicant has appealed. Briefs have been filed but an
oral hearing was not requested. W reverse the refusal to
regi ster.

In order to establish a prima facie case for refusal
on the ground that a mark is prinmarily geographically
deceptively m sdescriptive of an applicant's goods within the
meani ng of Section 2(e)(3) of the statute, the Exam ning
Attorney nust show that the primary significance of the mark is
a generally known geographi c place; that purchasers would be
likely to think that the goods originate in the geographic place
identified by the mark, that is, purchasers would nmake a
goods/ pl ace associ ation; and that the goods do not in fact
originate in the place identified by the mark. See, e.g., Inre
Wada, 194 F.3d 1297, 52 USPQ 1539, 1540 (Fed. Cir. 1999); In re
Soci ete Ceneral e des Eaux M nerales de Vittel S. A, 824 F.2d

957, 3 USPQ2d 1450, 1452 (Fed. Cir. 1987); In re Loew s

1 Ser. No. 75/298,577, filed on May 27, 1997, which alleges a bona fide
intention to use such termin conmerce.
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Theatres, Inc., 769 F.2d 764, 226 USPQ 865, 867 (Fed. Gr
1985); and In re Nantucket, Inc., 677 F.2d 95, 213 USPQ 889,
892-93 (CCPA 1982). However, "[a] mark is not primarily
geogr aphi c where the geographi c neaning is obscure, m nor,
renote, or not likely to be connected with the goods."” 1In re
Wada, supra, citing In re Nantucket, Inc., supra at 892.
Appl i cant argues that its "use of "MLAN is purely
arbitrary and fanciful" and that its use thereof "is not
[primarily] geographically deceptively m sdescriptive because
there is no proof that the purchasers woul d associ ate heavy-duty
lighting fixtures with fashionable [ighting fromMlan, Italy."
In particular, applicant insists that:

As the evidence of record denonstrates,
t he applicant manufactures and distributes
heavy-duty electric lighting fixtures for
out door architectural lighting. These
fixtures are neither pronoted nor sold to
retail custoners nor are they part of the
fashion world for which Mlan, Italy, is
famous. The applicant provides lighting
fixtures and systens specifically for
outdoor architectural projects such as
hi ghways, roadways, parking lots, and the
like. .... The applicant's fixtures are
pur chased by know edgeabl e, technically
astute engineers, architects, and city
pl anners who are nore interested in
function, including weather resistance and
photonetric performance, than artful design

The applicant has been in the business
of manufacturing and distributing heavy-duty
lighting fixtures for conmercial and
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i ndustrial applications since 1896. Based
i n Colunbus Ohio, the applicant has

mai nt ai ned a national and international
reputation for highly engi neered, prem um
qual ity heavy-duty lighting fixtures for
over 100 years. As indicated above, buyers
of the applicant's heavy-duty |ighting
fixtures ... are intimately famliar with
the applicant, its location and reputation.
Not wi t hstanding the fact that the
applicant's use of the mark "M LAN' is
arbitrary, it is not likely--indeed it is
hi ghly unlikely--that such buyers will in
any way believe that the ... lighting
fixtures originated in Mlan. To the
contrary, such buyers are well aware that
the applicant's products originate fromthe
sanme pl ace they have cone fromfor the | ast
century--Col unmbus, OChio.

In addition, while stating that it "does not disagree
with the exami ner's argunment that Mlan is frequently referred
to [as] a 'fashion capital' of the world,"” applicant contends
that the mere fact that its product specification literature
"refers to its fixtures as 'Euro styled lum naries'" does not
"inmply that the applicant's fixtures originated in Ml an" as
asserted by the Exam ning Attorney. According to applicant, "it
is highly unlikely that sophisticated engi neers, architects, and
city planners will in any way believe that the ... |ight
fixtures originated in Europe, nuch less MIlan, a fashion
capital of the world, [just] because the applicant's goods are
referred to as 'Euro styled lumnaires' in the ... product

speci fications."
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Lastly, although applicant makes no nmention of the
fact that the excerpts furnished by the Exam ning Attorney from
her searches of the "NEXI S' database show that Mlan, Italy is
home to lum naire factories and to "Euroluce,"” a bi-annual trade
show for electric |lighting products, applicant urges, in |ight
of the "NEXI S" excerpts of record denonstrating that such city
is known as one of the fashion capitals of the world with
respect to clothing, that it would be "beyond belief" for
purchasers "to associate the applicant's heavy-duty |ighting
fixtures with the fashion industry in Mlan, Italy." Applicant
t herefore concludes that "[b] ecause there is no connection of
geographi cal nmeaning of the mark with the goods in the public
mnd," the term"MLAN' is not primarily geographically
deceptively m sdescriptive.

The Exam ning Attorney, on the other hand, insists
that such termis primarily geographically deceptively
m sdescriptive "because the public will believe that the goods
for which the mark is sought to be registered originate in
Mlan, Italy, the place nanmed in the mark." Noting that
applicant admts, as stated in its July 20, 1998 response, that
its "lighting fixtures are manufactured in Newark, Chio, not
Mlan, Italy,"” and that the definition of record, from \Wbster's

|1 New Riverside University Dictionary (1994) at 1486, lists

"M | an" under the category of "Geographic Entries" as a city in



Ser. No. 75/298,577

Northern Italy with a popul ation of 1,634,638, the Exam ning
Attorney asserts that "the evidence of record denonstrates that
Mlan, Italy is a location that is known for the manufacture and
sale of lighting products.”

I n support of her position, the Exam ning Attorney
contends that the foll ow ng representative exanpl es of "NEXl S"
excerpts are sufficient to showthat Mlan, Italy "is associ at ed
with lighting products” to such an extent that purchasers woul d

make "the necessary goods/pl ace associ ation" (enphasis added):?

2 Wiile we also note the followi ng excerpt, it neverthel ess is of
limted probative value inasmuch as it is froma foreign publication
whi ch has not been shown to have a significant circulation in the
United States (enphasis added):

"But the heart and soul of contenporary industri al
design remains firmy rooted in Mlan and in Northern
Italy. There are nunerous conpani es that produce and
export all over the world - fromoffice furniture to
lighting and kitchenware, traditional fruits of this
uni quely Italian conbination of industry and aesthetics." -
- The Tines, June 3, 1998.

As stated by the Board in In re Men's International Professiona
Tennis Council, 1 USPQd 1917, 1919-20 (TTAB 1986), "we cannot --absent
ot her evidence--, infer that these foreign uses have had any materia

i mpact on the perceptions of the relevant public in this country.” In
the sane vein, the Board indicated in In re Bel Paese Sales Co., 1
UsSPQ2d 1233, 1235 (TTAB 1986), that articles in foreign publications "
are of no probative value as to public perception in the United States
since ... there is no evidence as to the extent of circulation of
those publications in the United States, if any."” 1In viewthereof,
the foll ow ng excerpt, nmentioned by the Exam ning Attorney in her
brief, is |ikew se without probative value in this case (enphasis
added) :

"But then, they take lighting nore seriously in Italy
especi ally during Euroluce, the lighting fair currently
being held in Mlan, the | aunchpad staged every ot her year
for top names in lighting." -- The |Independent (London),
April 16, 1998.
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"The big news here last spring was not
furniture. It was lighting. .

But it was a different story at
Eurol uce, the lighting show that pops up
within the unbrella of the Sal one every
ot her year." -- Chicago Tribune, August 30,
1998 (article datelined "Ml an" and
headl i ned, in part, "LIGHTI NG PRODUCTS OF
ALL KINDS TURN M LAN ON');

"Finally, 450 exhibitors attended
Eurol uce (an exhibition of Iighting
equi pnent, alternating with the Sal one della
Cuci na)

fhé'strength of the M| an event appears
to consolidate each year ...." -- Cabinet
Maker, May 22, 1998; and

"We' ve produced annual issues on
resort, exterior, nmuseum and office
[ ighting assignnents; covered the trade show
wat erfront from Hanover, Gernany, to Hong
Kong; reported fromsites such as the
Atlanta A ynpics and lum naire factories in
Mlan ...." -- Lighting D nensions, Cctober
1997;

In addition, while not specifically nentioned by the Exam ning
Attorney, the followi ng "NEXIS' excerpt would appear to have
some rel evance:

"M LAN Italy--Italian lighting runs

the ganut from period and nodern designs to
t he famed bl own gl ass Murano and Tuscany,

but Euroluce '98 -- the first exhibition to
use the new pavilions of the MIan
fairground -- | ooked nore |like a science

fair or an art gallery than a trade show "
- HFW The Weekly Newspaper for the Hone
Fur ni shing Network, April 27, 1998.
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Coupl ing the above evidence with other "NEX S"
excerpts showing that, with respect to the clothing design
field, Mlan, Italy is internationally recognized, |ike London,
Paris and New York, as a fashion capital for such industry, the
Exam ning Attorney asserts that Ml an has been denonstrated to
be "the European city that is a leader in lighting design
fashion.” In view thereof, and because "applicant's product
literature highlights and enphasi zes the geographic significance
of the word 'M LAN by describing the goods at issue as 'the
Euro style lumnaire,'" the Exam ning Attorney concl udes that
t he requisite goods/place associ ati on woul d be nmade by
applicant's custoners because the product descriptioninits
l[iterature "connects the goods of the applicant to MI an,
Italy.” As to applicant's contention that custoners for its
products woul d not believe that the goods originate in or are
ot herwi se connected with Mlan, Italy because they know t hat
applicant has been in business in its Chio |location for over a
century, the Exam ning Attorney argues that:

[1]t is commpn for a product to have its

origin in several l|locations. For exanple, a

lighting fixture could have conponents from

Japan, a housing manufactured in the United

States, and be designed by a fanbus European

designer. Therefore, consuner famliarity

with the [ ocation of applicant's business

does not negate the geographic
m sdescri ptiveness of the nark.
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The record in this case plainly establishes that the
first and third prongs of the test for whether a termis
primarily geographically deceptively m sdescriptive of the goods
with which it is associated are satisfied in that the term
"M LAN' has been shown to be the nane of a generally known
geographic place and applicant's lighting fixtures do not cone
fromsuch place. W are constrained to agree with applicant,
however, that the record does not support a conclusion that the
second prong of the test, nanely, that the purchasing public for
applicant's goods woul d nake a goods/pl ace associ ati on such t hat
t hey woul d believe that applicant's heavy-duty electric |ighting
fixtures for outdoor architectural lighting do in fact
originate, in the sense that they are produced and/ or designed,
in Mlan, Italy. Stated otherw se, the record sinply does not
show t hat engineers, architects and city planners, who
constitute the bulk of the purchasers for applicant's goods,
have reason to believe that such goods, when bearing or
ot herw se sold under the term"MLAN " cone fromthe Italian
city of MIan.

In this regard, we have not overl ooked the fact that
applicant's product specification literature, in addition to
provi di ng a "GENERAL DESCRI PTION' of its "QUTDOOR ARCH TECTURAL
LI GHTING' as "The Euro styled lumnaire,” lists various nodels

of its lighting fixtures under the nanmes of the European cities
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of "Vienna," "MIlan," "Lyon" and "Prague,"” on one page thereof,
and sets forth the nane of the Swiss city of "Bern" on another
page. Rather than being likely to cause applicant's custoners
to make a goods/pl ace association with such geographi cal nanes,
including the term"MLAN," we think that in context the use of
t hose nanes woul d be nerely evocative of a style of, or the
anbi ance created by, the architectural lighting fixtures found
in those cities. Prospective purchasers and buyers of
applicant's goods would not be likely to believe that, for
exanple, the "M LAN' lighting fixture depicted is either made or
has been especially designed in Mlan, Italy any nore than they
woul d be by the reference in applicant's literature to its
product as a "Euro styled lumnaire."

Moreover, while the record shows that there are at
| east sone lumnaire factories in Mlan and that such city hosts
a maj or bi-annual electrical lighting trade show known as
"Euroluce," such evidence is insufficient in our view to support
a conclusion that custonmers for applicant's lighting fixtures
woul d make a goods/ pl ace associ ati on of any kind, nuch |ess that
they would regard Mlan as "the European city that is a | eader
in lighting design fashion" as urged by the Exam ning Attorney.
The fact, furthernore, that the city of Mlan, Italy is
undeni abl e a fashion capital with respect to clothing and the

desi gn thereof does not nean that the term"M LAN' signifies

10
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fashi onabl e or stylish goods of all types including, arguably,
heavy-duty electric lighting fixtures for outdoor architectura
lighting. Absent evidence, for instance, that Mlan, Italy is
prom nently associated with the design of commrercial and
i ndustrial products in general or lighting fixtures in
particular, we nmust find on this record that actual and
prospective custoners for applicant's goods woul d not expect
heavy-duty electric lighting fixtures for outdoor architectura
l[ighting to originate in Mlan, Italy when marketed under the
term"MLAN'. Accordingly, wthout adequate proof of a
goods/ pl ace associ ati on between applicant's lighting fixtures
and the term"M LAN," the refusal on the ground that such term
is primarily geographically deceptively m sdescriptive of
applicant's goods cannot be upheld. See, e.g., In re Nantucket,
Inc., supra at 894; and Philip Murris Inc. v. Reentsma
Ci garettenfabri ken GrbH, 14 USPQ2d 1487, 1490 (TTAB 1990).

Deci sion: The refusal under Section 2(e)(3) is

rever sed.

G D. Hohein

P. T. Hairston
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L. K MlLeod

Adm ni strative Trademark
Judges,

Trademark Trial and Appea
Boar d
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